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Applicants 



Mohamed K. Diab et al. 



App. No. 



10/677050 



Filed 



September 30, 2003 



For 



SIGNAL PROCESSING APPARATUS 



Examiner 



Eric F. Winakur 



Art Unit 



3768 



Conf. No. 



7712 



REQUEST TO CORRECT INVENTORSHIP UNDER 37 C.F.R. 8 1.48(a) 



Mail Stop Amendment 

Commissioner for Patents 

P.O. Box 1450 

Alexandria, VA 22313-1450 



Applicants hereby request that the inventorship of the above-identified application be 
corrected under 37 C.F.R. § 1.48(a). Please correct this application to delete the following 
previously listed inventors: 

Ibrahim M. Elfadel 

Rex J. McCarthy 

Robert A. Smith 

Accordingly, the correct inventorship for this application is as follows: 
Mohamed K. Diab 

Massi E. Kiani (formally, Esmaiel Kiani-Azarbayjany) 
Walter M. Weber 

Pursuant to the requirements of 37 C.F.R. § 1.48(a), transmitted with this request are: 

(1) A statement, under 37 C.F.R. § 1 .48(a), from Rex J. McCarthy and 



Dear Sir: 



Robert A. Smith stating that the inventorship error occurred 
without deceptive intention on his or her part; 



-1- 



Application No.: 10/677050 

Filing Date: September 30, 2003 



(2) A petition under 37 C.F.R. § 1.183 requesting the waiver of the 
requirement of 37 C.F.R. § 1.48(a) for a statement from Ibrahim 
M. Elfadel that the inventorship error occurred without deceptive 
intention on his part because Ibrahim M. Elfadel has refused to 
sign such a statement. 

(3) A declaration signed by the actual inventors as required by 
37 C.F.R. § 1.63; 

(4) A consent of the Assignee to correct inventorship under 
37 C.F.R. § 1.48(a)(5); and 

(5) The processing fee of $130 for correction of inventorship, under 
37 C.F.R. § 1.1 7(i)). 

Please charge any additional fees, including any fees for additional extension of time, or 
credit overpayment to Deposit Account No. 11-1410. 

Respectfully submitted, 

KNOBBE, MARTENS, OLSON & BEAR, LLP 



Dated: August 27. 2008 




Registration No. 42,610 
Attorney of Record 
Customer No. 20995 
(949) 760-0404 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



Applicants 



Mohamed K. Diab et al. 



Appl. No 



10/677,050 



Filed 



September 30, 2003 



For 



SIGNAL PROCESSING APPARATUS 



Examiner 



Eric F. Winakur 



Art Unit 



3768 



Conf# 



7712 



STATEMENT OF REX J. MCCARTHY UNDER 37 C.F.R. § \AS(a)(2) 



Commissioner for Patents 

P.O. Box 1450 

Alexandria, VA 22313-1450 

Dear Sir: 

I, Rex J. McCarthy, was mistakenly named as an inventor of the subject matter claimed in 
the above-referenced patent application. The inclusion of my name as an inventor was an error 
that occurred without any deceptive intent on my part. 

I declare that all statements made herein of my own knowledge are true and that all 
statements made on information and belief are believed to be true; and further that these 
statements were made with the knowledge that willful, false statements and the like so made are 
punishable by fine or imprisonment, or both, under Section 1001 of Title 18 of the United States 
Code and that such willful, false statements may jeopardize the validity of the application or 
patent issuing therefrom. 
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STATEMENT OF ROBERT A. SMITH UNDER 3?.C^,R,.MA8iaX2} 



Commissioner for Patents 

P.O. Box 1450 

Alexandria, VA 22313-1450 

Dear Sir: 

I, Robert A. Smith, was mistakenly named as an inventor of the subject matter claimed in 
the above-referenced patent application. The inclusion of my name as an inventor was an error 
that occurred without any deceptive intent on my part. 

I declare that all statements made herein of my own knowledge are true and that all 
statements made on information and belief are believed to be true; and further that these 
statements were made with the knowledge that willful, false statements and the like so made are 
punishable by fine or imprisonment, or both, under Section 1001 of Title 18 of the United States 
Code and that such willful, false statements may jeopardize the validity of the application or 
patent issuing therefrom. 



Dated: B> ^ggjg g 




Robert A. Smith 
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Applicant 



Mohamed K. Diab et al. 



CERTIFICATE OF EFS WEB 
TRANSMISSION 



Filed 



App. No 



September 30, 2003 



10/677,050 



I hereby certify that this correspondence, and 
any other attachment noted on the automated 
Acknowledgement Receipt, is being transmitted 
from within the Pacific Time zone to the 
Commissioner for Patents via the EFS Web 



For 



SIGNAL PROCESSING APPARATUS 




Examiner 



Eric F. Winakur 



Art Unit 



3768 



PETITION UNDER 37 C.F.R. $ 1.183 REQUESTING WAIVER OF THE 
REQUIREMENT OF 37 C.F.R. $ 1.48(a) 



Mail Stop Petition 

Commissioner for Patents 

P.O. Box 1450 

Alexandria, VA 22313-1450 

Dear Sir: 

This petition under 37 C.F.R. § 1.183 accompanies Applicants' petition under 37 C.F.R. 
§ 1.48(a) to correct inventorship of the above-identified application to remove Ibrahim M. 
Elfadel, Rex J. McCarthy, and Robert A. Smith as joint inventors in order to reflect the correct 
inventorship of Mohammed K. Diab, Massi E. Kiani (formerly Esmaiel Kiani-Azarbayjany) and 
Walter M. Weber. Submitted with the petition under 37 C.F.R. § 1.48(a) is a Declaration of 
Inventorship of Mohammed K. Diab, Massi E. Kiani and Walter M. Weber as required by 37 
C.F.R. §§ 1.48(a)(3), 1.63, and 1.64, and a statement by Rex J. McCarthy and Robert A. Smith 
stating that the inventorship error occurred without deceptive intention on his or her part as 
required by 37 C.F.R. §§ 1.48(a)(2) and the written consent of assignee, Masimo Corporation, as 
required by 37 C.F.R. §§ 1.48(a)(5). 

Ibrahim M. Elfadel was contacted and provided the opportunity to sign a statement stating 
that the inventorship error occurred without deceptive intention on his or her part, but has refused 
to do so. Accordingly, Applicants request waiver of the requirement of 37 C.F.R. § 1.48(a) that 
each person being deleted as an inventor execute a statement that the error in inventorship 
occurred without deceptive intention on his or her part. See M.P.E.P. § 201 .03(II)(A). 
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STATEMENT OF FACTS 

In support of its petition under 37 C.F.R. § 1.183 to waive the requirements of 37 C.F.R. 
§ 1.48(a), Applicants provide the attached Declaration of Jarom D. Kesler, Esq. and the Exhibits 
attached thereto. 

Jarom D. Kesler, Esq. is an attorney with the law firm of Knobbe, Martens, Olson and 
Bear, LLP and has been retained by Masimo Corporation ("Masimo") to represent Masimo in 
prosecution matters before the United States Patent and Trademark Office. (Dec. *|f 1). 

The above-referenced patent application ("the Application") was filed on 
September 30, 2003 and claims priority through several continuation applications to 
U.S. Patent No. 5,632,272 ("the '272 patent), bearing App. Ser. No. 08/320,154, filed October 7, 
1994. (Dec. f 2; Exs. A and B). The Application was filed with a copy of the declaration 
originally filed with the priority application (the '272 patent) and was signed by Mohamed K. 
Diab, Massi E. Kiani, Ibrahim M. Elfadel, Rex J. McCarthy, Walter M. Weber, and Robert A. 
Smith (collectively "the originally named inventors") . (Dec. f 3; Ex. C). On November 23, 
1994, the originally named inventors assigned their entire right, title, and interest in the '272 
patent, including all continuations (including the Application) to Masimo Corporation. (Dec. 
1 4; Ex. D). This assignment was recorded with the United States Patent and Trademark Office 
on December 1, 1994. (Dec. f 4; Ex. E). As a result, Masimo is the assignee of the entire right, 
title, and interest in the above-identified application (Dec. ^ 4; Exs. D and E). 

During a review of the inventorship of the Application in preparation for responding to 
the Office Action of February 27, 2008, it was discovered that, without any deceptive intent on 
behalf of any party, the listed inventorship was incorrect and that Ibrahim M. Elfadel, Rex J. 
McCarthy, and Robert A. Smith were not inventors of the subject matter claimed. (Dec. 1 5). 

Masimo has consented to the deletion of Mr. Elfadel, Mr. McCarthy, and Mr. Smith as 
inventors. (Decl. f 6; Ex. F). Mr. Kesler contacted all of the named inventors, including 
Mr. McCarthy and Mr. Elfadel, who are no longer employed by Masimo, to confirm the change 
of inventorship on the Application and to obtain the required documentation under 
37 C.F.R. 1.48(a) to correct the inventorship. (Decl. If 7). Mohammed K. Diab, Massi E. Kiani 
and Walter M. Weber have executed a declaration pursuant to 37 C.F.R. § 1.63 and 37 C.F.R. 
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§ 1.48(a)(3) that names them as inventors (Decl. If 8; Ex. G). Mr. McCarthy and Mr. Smith 
executed statements stating that the inventorship error occurred without deceptive intention on 
their parts as required by 37 C.F.R. § 1.48(a)(2). (Decl. \ 9; Exs. H and I). 

Mr. Kesler emailed Mr. Elfadel at his last known email address on August 8, 2008 
explaining the need to confirm his inventorship activities, if any, related to the pending claim set 
in the Application. (Decl. ^ 10; Ex. J). Included in the email was a statement under 37 C.F.R. 
§ 1.48(a)(2). Id. Mr. Kesler subsequently emailed a full copy of the Application's specification 
and drawings to Mr. Elfadel. (Decl. f 10) 

After numerous attempts to contact Mr. Elfadel, on August 25, 2008, Mr. Elfadel 
responded to Mr. Kesler by stating that he believed that we was a co-inventor of the claims of the 
above referenced application and stated that he would not be able to sign the statement under 37 
C.F.R. § 1.48(a)(2). (Decl. f 11; Ex. K). Mr. Kesler reviewed the evidence relied on by 
Mr. Elfadel and noted in an email to Mr. Elfadel that the evidence was dated after the priority 
filing date of the Application (October 7, 1994). (Decl. \ 12; Ex. L). In a telephone call on 
August 26, 2008, after discussion of the basis for his opinion that he was an inventor and the 
priority filing date of October 7, 1994, Mr. Elfadel agreed that he was not an inventor of the 
above referenced application. (Decl. 13). In an email dated August 26, 2008, Mr. Elfadel 
inquired as to whether Masimo would be willing to file a continuation to correct the 
inventorship. (Decl. \ 14; Ex. M). Mr. Elfadel subsequently agreed via a separate telephone call 
on August 26, 2008 to sign a statement under 37 C.F.R. § 1.48(a)(2). (Decl. f 15). On August 
27, 2008, Mr. Elfadel declined to execute the statement under 37 C.F.R. § 1.48(a)(2). (Decl. f 
16;Ex.N) 

LAST KNOWN ADDRESS OF IBRAHIM ELFADEL 

The last known address for Ibrahim Elfadel is 27 Sassinoro Blvd. Cortlandt Manor, NY 
10567. The last known email address for Ibrahim Elfadel is abeelfadel@yahoo.com. 

CONCLUSION 

The foregoing facts clearly establish that Mr. Elfadel is unwilling to sign a statement as 
required under 37 C.F.R. § 1.48(a)(2), despite being given opportunities to review the 
inventorship of the claims and agreeing that he is not an inventor thereof. The inventors have 
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signed a declaration naming the Mr. Diab, Mr. Kiani and Mr. Weber as inventors in accordance 
with 37 C.F.R. § 1.63, the two other inventors being removed from above referenced application, 
Mr. McCarthy and Mr. Smith have signed statements under 37 C.F.R. § 1.48(a)(2) and Masimo, 
the owner of the application, consents to the correction of inventorship in the application. 

Accordingly, in these circumstances, Applicants respectfully submit that justice requires 
waiver of the requirement of 37 C.F.R. § 1.48(a)(2) that a each person being deleted as an 
inventor execute a statement that the error in inventorship occurred without deceptive intention 
on his or her part. Applicants respectfully request that this petition under 37 C.F.R. § 1.183 be 
granted and that this application be allowed to proceed. Should there be any issues preventing 
approval of this petition, the Patent and Trademark Office is invited to call the undersigned 
attorney. 

The required petition fee of $400.00 under 37 C.F.R. § 1.17(f) is submitted herewith. 
Please charge any additional fees, including any fees for additional extension of time, or credit 
overpayment to Deposit Account No. 1 1-1410. 



Respectfully submitted, 



Dated: August 27, 2008 



~~ JohnM^oW 




RegistrationNo. 42,610 
Attorney of Record 
Customer No. 20,995 
(949) 760-0404 



Enclosures: Declaration of Jarom D. Kesler and Exhibits A-N attached thereto. 
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DECLARATION FOR UTILITY OR DESIGN APPLICATION 
UNDER 37 CFR 1.63 
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Inventors: Mohamed K. Diab, Mass! E. Kiani, Walter M. Weber 
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This Declaration is directed to the invention that: 

(X) Was filed as Serial No. 10/677050 filed on September 30, 2003 . 
As a below named inventor: 

I believe the inventor(s) named below to be the original and first inventor(s) of the 
subject matter which is described and claimed and for which a patent is sought; 

I have reviewed and understand the contents of the above-identified application, 
including the claims, and any amendment filed herewith or identified above; 

I acknowledge the duty to disclose information which is material to patentability as 
defined in 37 CFR 1.56; 

I hereby declare that all statements made herein of my own knowledge are true and that 
all statements made on information and belief are believed to be true; and further that these 
statements were made with the knowledge that willful false statements and the like so made are 
punishable by fine or imprisonment, or both, under Section 1.001 of Title 18 of the United States 
Code and that such willful, false statements may jeopardize the validity of the application or any 
patent issued thereon. 



Full name of first inventor: Mohamed K. Diab 

Signature: - — M ^-^ 1 " ' ^ V^^^"" =5? Date: "Sun^ \~5> ~ l-ovtf 
Citizenship: -Sjw* U»SP» • 

Mailing Address: 3 0 9 41 Teofllor A pt: #98 , L agwra rNtg wel, CA 

Residence Address: A -r* , rr 

(if different than above) <L S^eLL^fl XSL-to 
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DECLARATION FOR UTILITY OR DESIGN APPLICATION 
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Full name of second inventor: Massi E. Kiani 

Signature; ^ 

Citizenship: Iran 

Mailing Address: 35 Brindisi, Laguna Niguel, CA 92677 

Residence Address; 
(if different than above) 



Full name of third inventor: Walter M. Weber 

Signature: _■ „ Date: 

Citizenship: United States 

Mailing Address: 7260 Hillside Avenue #108, Los Angeles, CA 90046 

Residence Address; 
(if different than above) 



Send Correspondence To: 

KNOBBE, MARTENS, OLSON & BEAR, LLP 

Customer No. 20,995 
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This Declaration is directed to the invention that: 

(X) Was filed as Serial No. 10/677050 filed on September 30, 2003. 
As a below named inventor: 

I believe the inventor(s) named below to be the original and first inventor(s) of the 
subject matter which is described and claimed and for which a patent is sought; 

I have reviewed and understand the contents of the above-identified application, 
including the claims, and any amendment filed herewith or identified above; 

I acknowledge the duty to disclose information which is material to patentability as 
defined in 37 CFR 1.56; 

I hereby declare that all statements made herein of my own knowledge are true and that 
all statements made on information and belief are believed to be true; and further that these 
statements were made with the knowledge that willful false statements and the like so made are 
punishable by fine or imprisonment, or both, under Section 1001 of Title 18 of the United States 
Code and that such willful, false statements may jeopardize the validity of the application or any 
patent issued thereon. 



Full name of first inventor: Mohamed K. Diab 

Signature: Date: 

Citizenship: Syria 

Mailing Address: 30041 Tessier Apt. #98, Laguna Niguel, CA 92677 

Residence Address: 
(if different than above) 
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Full name of second inventor: Massi E JjCiani 

Signature: ___ _ Da te: kj^)t^0S 

Citizenship: Iran 

Mailing Address: 35 Brindisi, Laguna Niguel, CA 92677 

Residence Address: 
(if different than above) 



Full name of third inventor: Walter M. Weber 

Signature: _____ Date: 

Citizenship: United States 

Mailing Address: 7260 Hillside Avenue #108, Los Angeles, CA 90046 

Residence Address: 
(if different than above) 



Send Correspondence To: 
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This Declaration is directed to the invention that: 

(X) Was filed as Serial No. 10/677050 filed on September 30, 2003. 
As a below named inventor: 

I believe the inventor(s) named below to be the original and first inventor(s) of the 
subject matter which is described and claimed and for which a patent is sought; 

I have reviewed and understand the contents of the above-identified application, 
including the claims, and any amendment filed herewith or identified above; 

I acknowledge the duty to disclose information which is material to patentability as 
defined in 37 CFR 1.56; 

I hereby declare that all statements made herein of my own knowledge are true and that 
all statements made on information and belief are believed to be true; and further that these 
statements were made with the knowledge that willful false statements and the like so made are 
punishable by fine or imprisonment, or both, under Section 1001 of Title 18 of the United States 
Code and that such willful, false statements may jeopardize the validity of the application or any 
patent issued thereon. 



Full name of first inventor: Mohamed K. Diab 

Signature: Date: 

Citizenship: Syria 

Mailing Address: 30041 Tessier Apt. #98, Laguna Niguel, CA 92677 

Residence Address: 
(if different than above) 
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Full name of second inventor: Massi E. Kiani 

Signature: Date: 

Citizenship: Iran 

Mailing Address: 3 5 Brindisi, Laguna Niguel, C A 92677 

Residence Address: 
(if different than above) 



Full name of third inventor: Walter M. Weber 
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CONSENT OF ASSIGNEE UND ER 37 C.F.R. S 1.48faM5) 



Commissioner for Patents 

P.O. Box 1450 

Alexandria, VA 22313-1450 



Dear Sir; 

The undersigned is an empowered representative of the Assignee. On behalf of the 
Assignee, Masimo Corporation, and in accordance with 37 C.F.R. § 1.48(a)(5), the undersigned 
hereby provides his consent to the Petition to Correct Inventorship Under 37 C.F.R. § 1.48 filed 
concurrently herewith. 




Masimo Corporation 
40 Parker 
Irvine, C A 92618 



